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1 . The art rejections have been withdrawn because the Hystretch ® Elastomeric 
Emulsions" paper is not a proper reference. The copy right notice of 2001-2006 
falls before the earliest priority date for the present application (October 13, 
2000). Therefore, the paper can not be used to reject features of Applicants' 
claims. New ground of rejection is made in view of E.W. Flick, "Water-Soluble 
Resins - An industrial Guide (2"^ edition)", 199, pages 163-181. 

2. The obviousness-type double patenting rejection has been withdrawn in view of 
the terminal disclaimer. 

Terminal Disclaimer 

3. The terminal disclaimer filed on 07/24/2006 disclaiming the terminal portion of 
any patent granted on this application which would extend beyond the expiration 
date of US 6,887,537 has been reviewed and is accepted. The terminal 
disclaimer has been recorded. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 42-68 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Weber et al (US 5,191 ,734) in view of E.W. Flick, "Water-Soluble Resins - An 
industrial Guide (2"^ edition)", 1991, pages 163-181. Weber teaches a 
biodegradable latex web material as a surgical gown comprising a fibrous web 
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being saturated with a latex binder having a glass transition tennperature from - 
5(fC to 20 (abstract). The latex composition is a natural, synthetic or a 
combination of natural and synthetic polymers as shown in table II. The latex 
composition comprises a polyacrylate, nitrile rubber, natural rubber or a 
combination thereof (column 4, lines 31-34, and table II). The latex binder is 
about 16 to 80 dry parts per 100 parts fibers by weight (column 5, line 29) within 
the claimed range. Although the glass transition temperature (Tg) of Hycar 
©1570X55 is not expressly recited in Weber 734 (table II), US Patent no. 
5,370, 1 32 to Weber et al indicates that Hycar ® 1 570X55 has a Tg of -48 ''C (see 
table IV of Weber *132). Similarly, Weber '132 evidences that natural rubber 
Hartex ® 1 04 having a Tg of -70''C. The latexes of Hycar ®1 570X55 and rubber 
Hartex ® 104 read on Applicants' additional polymer emulsions. Likewise, in 
accordance with the reference disclosure, it is acceptable and possible to use the 
latexes having a Tg less than -50°C. Weber does not specifically disclose the 
use of a polyacrylate latex having a Tg of -20 or lower. Flick, however, 
discloses the hystretch elastomeric latexes as the paper saturants to add 
durability and resiliency to the paper web (page 181). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was 
made to use hystretch elastomeric latex as a paper saturant of the Weber 
product motivated by the desire to add durability and resiliency to the paper web. 
The examiner notes that Flick also discloses the HYCAR acrylic latex 26146 as a 
paper saturant having a Tg of -55 °C (page 174). Flick teaches the HYCAR 
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acrylic latexes stable in processing, compounded easily and containing no 
solvents to cause flammability or toxicity hazards during processing. Therefore, 
it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the HYCAR acrylic latex 26146 as a paper saturant of 
the Weber product motivated by the desire to obtain an ease of the processing. 
Weber does not specifically disclose the biodegradable latex web material having 
a Gurley Hill porosity and exhibiting a % BFE as recited in the claims. However, it 
appears that the biodegradable latex web material of Weber as modified by the 
Flick is made of the same materials with the similar composition as the medical 
packaging substrate of the present invention; i.e., paper based web impregnated 
with a binder present in an amount within the claimed range. The binder has a 
glass transition temperature within the claimed range. Hence, it is the examiner's 
position that the Gurley Hill porosity and the percent bacterial filtration efficiency 
(BFE) would be inherently present. This is in line with In re Spada, 15 USPQ 2d 
1655 (1990) which holds that products of identical chemical composition can not 
have mutually exclusive properties. 

Applicants assert that although Weber discloses the latexes having a Tg of 
between -50^C and 20°C, the disclosed polyacrylate latexes have a Tg of -15°C 
or greater and non-polyacrylate latexes having a Tg of less than -1 5 *^C. The 
examiner respectfully disagrees. Polyvinyl chloride of Geon ® 576 as a non- 
polyacrylate latex has a Tg of 14^C (see page 170 of Flick). Likewise, it is 
technically incorrect to state that Weber discloses the polyacrylate latexes having 
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a Tg of -1 5 °C or greater and non-polyacrylate latexes having a Tg of less than -15 
°C. There is a motivation to combine teachings of Weber and Flick and the 
combination does provide a reasonable expectation of success. Therefore, the 
combined teachings of Weber and Flick do make out the proper 103 rejection. 
The BFE is thus an inherent property because it seems from the claim, if one 
meets the structure recited, the properties must be met or Applicant's claim is 
incomplete. This is in line with In re Spada, 15 USPQ 2d 1655 (1990) which 
holds that products of identical chemical composition can not have mutually 
exclusive properties. Applicants argue that the phrase "medical packaging 
substrate" acts as a limitation when read in the context of the present claims. 
The examiner respectfully disagrees. The preamble "medical packaging 
substrate" is not considered a limitation and is of no significance to claim 
construction because (i) the body of claim described a latex saturated paper 
without the preamble, and (ii) the specification referring "bacterial filtration 
efficiency" property did not constitute "clear reliance" on the preamble needed to 
make the preamble a limitation. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai Vo whose telephone number is (571) 272- 
1485. The examiner can normally be reached on Monday through Thursday, 
from 9:00 to 6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Terrel Morris can be reached on (571) 272-1478. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Infonnation Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more inforniation about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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